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DETAILED ACTION 

This action is responsive to the papers filed 3/6/2007. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 9-22 are rejected under 35 U.S.C. 1 12, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

■ Claim 9 is an apparatus claim, yet it is presented with limitations that appear 
to be method steps rather than structure, rendering the claim scope unclear. 
Applicant should clearly further limit the apparatus with structure (i.e. 
elements of the apparatus which are programmed or configured to carry out 
the recited functionality). Claim 9 includes means... for identifying customer" 
which is proper structure, however "database... determines" is not structure. 

■ Claim 17 similarly includes "database... determines" which is a method step, 
not structure as required. 

■ Claim 17 recites "information provided by... vendors" - it is unclear how the 
source or delivery mechanism of this information can limit the structure of the 
database in this system claim. Is this a step of providing?? 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6, 8-14, 16-20, 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Oytac (US2003/0018613) in view of Taricani, Jr. (US6347304) or 
alternatively over Taricani, Jr. in view of Oytac. Oytac is a published application 
which enjoys the earlier benefit of and incorporates by reference provisional 
application number 60/221774 (filed 7/31/00). This Office Action shall refer to the 
disclosure of 60/221774 by page number rather than the 2003/0018613 document. 

Regarding claims 1, 9, 17, Oytac teaches information providers (banks, credit 
card processors, etc.) that compile detailed user profiles concerning the user's 
purchasing histories. This is taken to provide a third party database. Information users 
(vendors) define desired profiles for users who are to receive targeted promotional 
materials. Customers who match the defined profiles are selected as the recipients of 
the defined promotional materials [pg 1 of 60/221774]. Oytac teaches that an interface 
is provided for a vendor to define the desired profile characteristics and the promotional 
materials to be delivered [pg 2, fig 1 of 60/221774]. The system of Oytac performs a 
matching of stored profiles and defined desired profiles and is taken to meet the 
comparator/searching limitations. Oytac's system then can automatically deliver the 
promotional materials. Oytac does not however explicitly state that the database 
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system of consumer purchase information is one which also calculates taxes due on 
such purchases. Oytac describes the added value present in a system which stores 
digital "transaction data regarding consumer purchases". Oytac states that banks and 
credit card processors are two such system examples, however Oytac also states that 
further examples are contemplated (banks, credit card processors, "etc") [page 1 line 1]. 
Taricani, Jr. teaches a tax system wherein consumer transaction data is stored in a 
database that includes purchaser identity, dates, amounts, purchase item categories, 
etc. [col 7 lines.23-30]. The system of Taricani, Jr. calculates a tax due based on the 
consumer's purchasing history [col 7 lines 1-3]. Clearly one of ordinary skill would 
recognize that such a database of digital consumer purchasing data also has value for 
marketing purposes. It would have been obvious to have provided the features of Oytac 
with the system of Taricani, Jr. so that additional revenue could be generated from the 
valuable consumer data. Likewise, it would have been obvious that the marketing 
system of Oytac could be implemented with a company that provided such a tax-related 
consumer purchasing database. 

Regarding claims 2-4, 10-12, 18, 19, Oytac teaches that a POS system can 
provide trigger-driven promotions printed on a receipt [pg 4]: Oytac teaches that the 
promotions can include coupons [pg 2]. 

Regarding claims 5, 13, Oytac teaches a promotional delivery channel using 
email [pg 4]. 

Regarding claims 6, 14, 20, the broad limitation that the promotional materials 
include "indicia of authenticity" without any corresponding steps or feature to verify the 



Application/Control Number: 09/777,098 Page 5 

Art Unit: 3622 

authenticity of such indicia can be met by any indicia printed on the promotion of Oytac. 
The printed materials of Oytac are taken to inherently include at least some "indicia". 

Regarding claims 8, 16, 22, Oytac teaches an example where promotions are 
based upon types of purchases [pg 5]; Oytac also teaches the use of product 
categories [pg 22], Further, Taricani, Jr. teaches that the purchasing data can also 
include item categorization [col 7 line 28]. 

Claims 7, 15, 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Oytac in view of Taricani, Jr. and Katz (US20020077901) or alternatively over 
Taricani, Jr. in view of Oytac and Katz. 

Page 10 of Katz's 60/256324 has been included to demonstrate support for the 
important feature to 12/19/2000. 

Regarding claims 7, 15, 21 , Oytac teaches targeting to users based upon 
location [pg 5], but not necessarily based upon purchase location. Katz teaches custom 
promotions offered to users that includes various user profile parameters including 
locations where purchases were made ffl 40]. It would have been obvious to one of 
ordinary skill at the time of the invention to have targeted the consumers of 
Oytac/Taricani with such a purchase location parameter. 

Response to Arguments 

Applicant's arguments have been considered, but are moot in view of the new 
grounds of rejection. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey D. Carlson whose telephone number is 571-272- 
6716. The examiner can normally be reached on Mon-Fri 8a-5:30p, (work from home 
on Thursdays). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571)272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Jeffrey D. Carlson 
Primary Examiner 
Art Unit 3622 
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